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Lessons Learned from McDonald’s Big

Mac Trademark being Revoked
¥ Bwe bl PG

European Union Intellectual Property Office
(EUIPO) delivered a decision on January 2019 to
uphold the application filed by Supermac’s
(Holdings) Ltd. (Supermac’s) against McDonald’s
International Property Company, Ltd.
(McDonald’s, the proprietor) for revocation of
the proprietor’s rights in respect of European
Union trade mark No 62 638 ‘BIG MAC'(the
EUTM) in their entirety as from April 11 2017[1].
The EUTM is the word mark for McDonald’s

iconic burger Big Mac.

EUIPO drew its conclusion on the grounds that
McDonald’s has not proven genuine use of the
contested EUTM for any of the goods and
services for which it is registered for five
consecutive years [2]. As a result, the application
for revocation is completely upheld and the
revocation will take effect as of the date of the

application for revocation, which is April 11 2017.
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Supermac’s founder and managing director, Pat
McDonagh, claimed that McDonald’s has been
impeded his company’s plans to expand in the
UK and other EU countries, and Supermac’s
name is too similar to Big Mac. The truth is
McDonald’s has registered the BIG MAC
trademark for too many uses. The decision is a
victory for small businesses like Supermac’s
beating burger giant McDonald’s. | saw a
journalist commented that the EUIPO ruling
reads like it was written by someone who has

never been to McDonald’s.

From a lawyer’s point of view, never judge a legal
issue by common sense. Let’s take a look at what
law says. According to Article 58(1)(a) EUTMR,
the rights of the proprietor of the European
Union trade mark will be revoked on application
to EUIPQ, if, within a continuous period of five
years, the trade mark has not been put to
genuine use in the European Union for the goods
or services for which it is registered, and there
are no proper reasons for non-use. Genuine use
of a trade mark requires actual use on the
market of the registered goods and services and
does not include token use for the sole purpose
of preserving the rights conferred by the mark,
nor use which is solely internal. EUIPO also cited

the court ruling of Minimax case in the decision
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that when assessing whether use of the trade
mark is genuine, regard must be had to all the
facts and circumstances relevant to establishing
whether commercial exploitation of the mark is
real, particularly whether such use is views as
warranted in the economic sector concerned to
maintain or create a market share for the goods

or services protected by the mark.

McDonald’s has submitted substantial evidence
proving use of the BIG MAC mark on the
products sold throughout Europe,

by

including

affidavits  signed representatives  of
McDonald’s companies in Germany, France and
the United Kingdom, brochures and printouts of
advertising  posters and  packaging for
sandwiches, printouts from McDonald’s global
websites, and a printout from en.wikipedia.org
providing information on Big Mac hamburger’s
history. However, EUIPO found the evidence was
insufficient to establish genuine use of the trade

mark in the following respects:

i. The probative value of statement signed by
McDonald’s employees weighs less than that of

independent evidence.

ii. All the remaining evidence originates from the

EUTM proprietor itself, and the mere presence
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of a trade mark on a website is insufficient to
prove genuine use unless the websites also
shows the place, time and extent of use or
unless this information is otherwise provided.

iii. The value of internet extracts was not
strengthened by evidence that the specific
website has been visited and that orders for the
relevant goods and services have been made
through the website by a certain number of
customers in the relevant period and in the

relevant territory.

iv. The evidence does not provide sufficient
details concerning the extent of use, and these
materials do not give any data for the real
commercial presence of the EUTM for any of the

relevant goods or services.

v. Wikipedia cannot be considered as a reliable

source of information.,

Finally, EUIPO decided that the EUTM must be
revoked in its entirety. According to Article 67
EUTMR, any party adversely affected by this
decision has a right to appeal against this
decision. According to Article 68 EUTMR, notice
of appeal must be filed in writing at the EUPIO

within two months of the date of the
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notification of this decision. So McDonald’s still
has chance to appeal for the decision to be
overturned by the EUIPO Board of Appeals, and
McDonald’s intends to fight.

In my opinion, the small company has taught the
fast-food giant a lesson for trademark bullying in
EU market. For Chinese companies, the
Trademark Law of the People’s Republic of China
(TM Law) and its Implementation Rules provide
the equivalent procedure for revocation of

trademark under the same circumstance.

According to paragraph 2 Article 49 of TM Law, if
a registered trademark was not put to use during
a period of three consecutive years without
proper reasons, any person may file an
application to the state trademark office for
revocation of such registered trademark. In
practice the state trademark office will send to
the registered trademark proprietor (TM
proprietor) a Notice on the Filing of Evidence of
Use of Trademark, requesting the TM proprietor
to file evidence of use of the contested
trademark for the goods for which it is registered
during a period of three years (three vyears
preceding the date of the application of
revocation), within two months upon receipt of

the notice, or to prove there are proper reasons
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for non-use. If no evidence of use is filed within
the said time limit, or the evidence providedby
the TM proprietor is insufficient and there are no
proper reasons, the state trademark office shall
decide on revocation of such trademark for the

goods for which it is registered.

It is noted that the evidence of use must provide
sufficient indication of four factors including the
trademark, the scope of goods or services for
which the trademark is registered, the time
ofuse and users of the trademark (usually the
TM proprietor or licensees). In the absence of
any of such factors, the conditions can be
fulfilled by a

degree of interdependence

between these factors indicated by the evidence.

The major types of evidence are as follows:

i. Statement of the originality of the trademark,

the earliest time of use and relevant materials;

ii. Evidence showing the extent of publicity and
promotion of the trademark and related data,
agreements, notes, pictures, etc., including
without limitation, any online promotion (via
media platforms such as Wechat, Weibo, Baidu,
etc.), and participation in activities held by
relevant trade associations and of commercial,

sports and entertainment, public interests,
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exhibitions, on-site promotion, etc. For example,
the evidence of onsite promotion must be
supported by on-site photographs and copies of
the services agreement provided by the site or
service provider, or the organizer, relevant
invoices, bank vouchers, distribution documents,
media reports on the activities, and all other

relevant documents;

iii. Any materials such as newspaper, magazine,
online media showing that the trademark and
related products have drawn the attention of

public media;

iv. Evidence, inter alia, the sales contracts and
invoices, showing the promotion of goods or
services for which the trademark is registered at
the premises of the franchisees, business
partners, retail stores, etc.,, and the venue of

Client promotion or marketing conventions, etc.;

v. Evidence showing promotion of the trademark
to target users, such as the number of people
following the relevant official Wechat account,
how many times the app has been downloaded,
the number of registered users of the website,
distribution network (including agents, logistics,
etc.), sales volume of the product, including

without limitation to any screenshots or
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statistical tables;

vi. Relevant materials showing the facts of any
counterfeit, infringement, confusion or abuse of

the trademark;

vii. Any other evidence substantiating thatthe
contested trademark is with certain influence

and widely known to therelevant public.

Furthermore, the evidence must be sufficient
enough to prove use of the trademark,
otherwise only with single evidence, for example,
one or two copies of sales contracts or
advertisement published insome unknown
magazine, the trademark will be very likely to be

revoked.

In addition to sufficiency of evidence, the
trademark shall be identical with its appearance
on the trademark registration certificate, and the
goods or services to which the evidence of use is
directed shall be identical with the registered
goods or services on the registration certificate.
If any discrepancy arises, the related evidence
may be invalid and thus the trademark office will
revoke the trademark according to the relevant
law. It is noted that trademark proprietors have

to keep the same trademark in use and do not
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change its content and form randomly.

Even if the contested trademark is revoked by
the state trademark office due to invalid
evidence, the trademark proprietoris entitled to
seek a remedy under Article 54 of TM Law, which
provides achance to file a request for review to
the Board of Review and Adjudication within 15
days upon receipt of the notice of revocation.
During the review period, the proprietor is
allowed to file supplementary evidence of use on
the condition that such evidence is in compliance
with the requirements of time, content, etc. Such

evidence may be admitted and used to overturn

the revocation decision.

Except for the above revocation proceeding,
evidence of use is of great importance to the
matters of trademark infringement and
recognition of well-known trademark. In respect
of trademark infringement, Article 64 of TM Law
sets out that in the event of a trademark
proprietor claims for compensation based on
trademark infringement, and the alleged
infringer then argues the trademark is not in
genuine use, the court may require the
proprietor to provide evidence of use showing
genuine use of the trademark during a period of

past three years. Failure to substantiate such
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genuine use and any loss incurred by the
infringement act will lead to the infringer’s

exemption from liabilities for compensation.

In respect of recognition of well-known
trademark, Article 14 of TM Law sets out that
well-known trademarks shall be recognized
based on the request by the interested party.
The following factors shall be taken into account

in the recognition of a well-known trademark:

(1) the extent of the relevant public's familiarity

with the trademark;

(2) the duration of continued use of the

trademark;

(3) the duration, extent and territorial scope of

the promotion for the trademark;

(4) any record of the trademark being protected

as a well-known trademark; and

(5) any other factors indicating the trademark’s

reputation.

Besides, evidence of use plays an important role
in the administrative proceedings of trademark
review and objection. We suggest that
enterprises shall collect and take due care of
instrumental evidence ofuse of their registered
trademarks in the ordinary course of business.
Since the evidence of use is important in nearly
all the trademark related proceedings, the
conservation and archiving of such evidence is
in the trademark

crucial to an enterprise

management and strategy.

[1] See EUIPO, CANCELLATION No 14 788 C
(REVOCATION)

[2] Ibid.

Attorney He Qi and Li Ran also made

contributions to this article.
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